
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/708,010 


02/02/2004 


Andrew J. Watts 


BUR920030167US1 


2009 



24241 7590 08/23/2007 

IBM MICROELECTRONICS 
INTELLECTUAL PROPERTY LAW 
1000 RIVER STREET 
972 E 

ESSEX JUNCTION, VT 05452 



EXAMINER 



RUGGLES, JOHN S 



ART UNIT 



PAPER NUMBER 



1756 



MAIL DATE 



DELIVERY MODE 



08/23/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Response to Rule 312 Communication 


Application No. 

10/708,010 


Applicant(s) 

WATTS, ANDREW J. 


Examiner 

John Ruggles 


Art Unit 

1756 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



1 . £3 The amendment filed on 07 August 2007 under 37 CFR 1 .31 2 has been considered, and has been: 

a) □ entered. 

b) □ entered as directed to matters of form not affecting the scope of the invention. 

c) □ disapproved because the amendment was filed after the payment of the issue fee. 

Any amendment filed after the date the issue fee is paid must be accompanied by a petition under 37 CFR 1 .31 3(c)(1 ) 
and the required fee to withdraw the application from issue. 

d) M disapproved. See explanation below. 

e) □ entered in part. See explanation below. 

This proposed amendment under 37 CFR 1.312 is non-compliant (see the attached Notice of Non-compliant Amendment 
(37 CFR 1. 121) for the reasons). Therefore, this proposed amendment is DISAPPROVED and NOT entered. Applicant is 
reminded that NO new time period is given, because this proposed amendment was filed after allowance. 
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The amendment document filed on 07 August 2007 is considered non-compliant because it has failed to meet the 
requirements of 37 CFR 1 .121 or 1 .4. In order for the amendment document to be compliant, correction of the following 
item(s) is required. 

THE FOLLOWING MARKED (X) ITEM(S) CAUSE THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT: 
^ 1 . Amendments to the specification: 

□ A. Amended paragraph(s) do not include markings. 

□ B. New paragraph(s) should not be underlined. 
S C. Other See Continuation Sheet . 

□ 2. Abstract: 

□ A. Not presented on a separate sheet. 37 CFR 1 .72. 

□ B. Other . 

[3 3. Amendments to the drawings: 

□ A. The drawings are not properly identified in the top margin as "Replacement Sheet," "New Sheet," or 

"Annotated Sheet" as required by 37 CFR 1.121(d). 

□ B. The practice of submitting proposed drawing correction has been eliminated. Replacement drawings 

showing amended figures, without markings, in compliance with 37 CFR 1.84 are required. 
(3 C. Other See Continuation Sheet . 

□ 4. Amendments to the claims: 

□ A. A complete listing of all of the claims is not present. 

□ B. The listing of claims does not include the text of all pending claims (including withdrawn claims) 

□ C. Each claim has not been provided with the proper status identifier, and as such, the individual status 

of each claim cannot be identified. Note: the status of every claim must be indicated after its claim 
number by using one of the following status identifiers: (Original), (Currently amended), (Canceled), 
(Previously presented), (New), (Not entered), (Withdrawn) and (Withdrawn-currently amended). 

□ D. The claims of this amendment paper have not been presented in ascending numerical order. 

□ E. Other: . 

□ 5. Other (e.g., the amendment is unsigned or not signed in accordance with 37 CFR 1 .4): 



For further explanation of the amendment format required by 37 CFR 1.121, see MPEP § 714. 
TIME PERIODS FOR FILING A REPLY TO THIS NOTICE: 

1 . Applicant is giveg frnynew time period if the non-compliant amendment is a n after-final amendment or an amendment 
filed^fte^llowanreL it applicant wishes to resubmit the non-compliant after-final amendment with corrections, the 
entire corrected amendment must be resubmitted. 

2. Applicant is given one month, or thirty (30) days, whichever is longer, from the mail date of this notice to supply the 
correction, if the non-compliant amendment is one of the following: a preliminary amendment, a non-final amendment 
(including a submission for a request for continued examination (RCE) under 37 CFR 1 .114), a supplemental 
amendment filed within a suspension period under 37 CFR 1 .1 03(a) or (c), and an amendment filed in response to a 
Quayle action. If any of above boxes 1 . to 4. are checked, the correction required is only the corrected section of the 
non-compliant amendment in compliance with 37 CFR 1.121. 

Extensions of time are available under 37 CFR 1 .136(a) only if the non-compliant amendment is a non-final 
amendment or an amendment filed in response to a Quayle action. 

Failure to timely respond to this notice will result in: 

Abandonment of the application if the non-compliant amendment is a non-final amendment or an amendment 
filed in response to a Quayle action; or 

Non-entry of the amendment if the non-compliant amendment is a preliminary amendment or supplemental 
amendment. 
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Continuation Sheet (PTOL-324) Application No. 10/708,010 

Continuation of 1(c) Other: the currently proposed Rule 312 amendment (filed AFTER allowance) is non-compliant, at least because the 
proposed specification amendment of paragraph [0028] is not properly marked up to show all changes relative to the immediate prior 
version thereof (see the previous 2/27/07 amendment, e.g., of [0028] showing "substrate BASE 20" in line 3, "area 28 IS removed" in line 7, 
"[[and]] all resist is removed" in lines 8-9, etc.). Applicant is directed to the attached instructions for revised amendment practice (effective 
since 7/30/03), especially section B., on the second page thereof. 



Continuation of 3(c) Other: NO explanation is provided for any CHANGES made in the current replacement drawings (sheets 1-4 of 4) is 
given either in the proposed replacement drawings themselves or in the remarks section of the currently proposed Rule 312 amendment 
(filed AFTER allowance). Therefore, it is unclear why Applicant is now proposing such replacement drawings. Applicant is directed to the 
attached instructions for revised amendment practice (effective since 7/30/03), especially section C, on the second page thereof. 
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REVISED AMENDMENT PRACTICE: 37 CFR 1.121 CHANGED 
COMPLIANCE IS MANDATORY - Effective Date: July 30, 2003 

All amendments filed on or after the effective date noted above must congrfy with revised 37 CFR 1.121. See Final 
Rule: Changes To Implement Electronic Maintenance of Official Patent Application Records (68 Fed. Reg. 
3861 1 (June 30, 2003), posted on the Office's website at http://www.uspto. gov/web/patents/ifw/ 
with related information. The amendment practice set forth in revised 37 CFR 1. 121, and described below, replaces 
the voluntary revised amendment fonnat available to applicants since February 2003. NOTE: STRICT 
COMPLIANCE WITH THE REVISED 37 CFR 1,121 IS REQUIRED AS OF THE EFFECTIVE DATE (July 
30, 2003). The Office will notify applicants of amendments that are not accepted because they do not corqrfy with 
revised 37 CFR 1.121 via a Notice of Non-Compliant Amendment. See MPEP 714.03 (Rev. I, Feb. 2003). The non- 
compliant sections) will have to be corrected and the entire corrected sections) resubmitted within a set period 

Bold underlined italic font has been used below to highlight the major differences between the revised 37 CFR 

LI 21 and the voluntary revised amendment format that applicants could use since February, 2003. 

Note: The amendment practice for reissues and reexamination proceedings, except for drawings, has not changed. 

REVISED AMENDMENT PRACTICE 

I. Begin each section of an amendment document on a separate sheet: 

Each section of an amendment document (e.g., Specification Amendments, Claim Amendments, Drawing 
Amendments, and Remarks) must begin on a separate sheet. Starting each separate section on a new page will 
facilitate the process of separately indexing and scanning each section of an amendment document for placement in an 
image file wrapper. 

IL Two versions of amended partfs) no longer required: 

37 CFR 1,121 has been revised to no longer require two versions (a clean version and a marked up version) of 
each replacement paragraph or section, or amended claim. Note, however, the requirements for a clean 
version and a marked up version for substitute specifications under 37 CFR 1.125 have been retained. 

A) Amendments to the claims: 

Each amendment document that includes, a change to an existing claim, cancellation of a claim or submission of a new 
claim, must include a complete listing of all claims in the application- After each claim number in the listing, the 
status must be indicated in a parenthetical expression, and the text of each pending claim (with markings to show 
c"""cnt changes) must be presented. The claims in the listing will replace all prior claims in the application. 

(1) The current status of all of the claims in the application, including any previously canceled, not entered or 
withdrawn claims, must be given map arenthetical expression following the claim number using only one of 
the following seven status identifiers: (original), (currently amended), (canceled), (withdrawn), (new), 
(previously presented) and (not entered). The text of all pending claims, including withdrawn claims, must 
be submitted each time any claim is amended Canceled and not entered claims must be indicated by only 
the claim number and status, without presenting the text of the claims. 

(2) The text of all claims being currently amended must be presented in the claim listing with markings to indicate 
the changes that have been made relative to the immediate prior version. The changes in any amended claim 
must be shown by underlining (for added matter) or strikethrough (for deleted matter) with 2 exceptions: (1) 
for deletion of five chara cters or fewer, double brackets may be used (e.g.. fferoorll): and (2) if 
strikethrough cannot be ea sily perceived (e&. deletion of the number "4" or certain punctuation marks) x 
double brackets must be use d feg. [[4111 As an alternative to using double brackets, however, extra 
portions of text may be included before and after text being deleted, all in strikethrough, followed bv 
including and underlining the extr a text with the desired change (e.g., number 4 as number 14 asl An 
accompanying clean version is not required and should not be presented. Only claims of the status "currently 
amended," and "withdrawn" that are being amended, may include markings. 

(3) The text of pending claims not being cu rrenflv amended, including withdrawn claims, must be presented in 
the claim listing in clean version, i.e., without any markings. Any claim text presented in clean version will 
constitute an assertion that it has not been changed relative to the immediate prior version except to omit 
markings that may have been present in the immediate prior version of the claims. 

* 
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(4) A claimbeing canceled must be listed in the claim listing with the status identifier "canceled"; the text of the 
claim must not be presented Providing an instruction to cancel is optional. 

(5) Any claims added by amendment must be presented in the claim listing with the status identifier "(new)"; the 
text of the claim must not be underlined. 

(6) All of the claims in the claim listing must be presented in ascending numerical order. Consecutive canceled, 
or not entered, claims may be aggregated into one statement (e.g., Claims 1 - 5 (canceled)). 

Example of listing of claims fuse of the word "claim* before the claim number is optional): 

Claims 1-5 (canceled) 

Claim 6 (previously pres ented) : A bucket with a handle. 

Claim 7 (withdrawn) : A handle comprising an elongated wire. 

Claim 8 (withdrawn): The handle of claim 7 further comprising a plastic grip. 

Claim 9 (currently amended): A bucket with a green blue handle. 

Claim 10 (original): The bucket of claim 9 wherein the handle is made of wood. 

Claim 11 (canceled) 

Claim 12 (not entered) 

Claim 13 (new): A bucket with plastic sides andbottom 
B) Amendments to the specification: 

Amendments to the spmfiration including the abstract(nm s^be made by presenting a replacement paragraph or 
section or abstract ^narked up to show changes made rdafiveto the immediate prior versio ^ An accomoanyjEig clean 
version is not required and should not be presented Newly added paragraphs or sections, including a new abstract 
(instead of a replacement abstract), must not be underlined. A replacement or new abstract must be submitted on a 
separate sheet, 37 CFR 1.72, If a substitute specification is being submitted to incorporate extensive amendments, 
both a clean version (whicE/wffl~be entered) and a marked up version must be submitted as per 37 CFR 1. 125. 

The changes in any replacement paragraph or section, or substitute specification must be shown by underlining (for 
added matter) or strikethrough (for deleted matter) with 2 exceptions: (1) for deletion of five characters or fewer, 
double brackets may be used feg., f feroorll); and Q) if strikethrough cannot be easily perceived (e.g.. deletion of 
the numb er "4" or certain punctuation marks) . double brackets must be used g. . ff41J). As an alternative to 
using double brackets, however, extra portions of text may be included before and after text being deleted, all in 
strikethrou gh. followed by including and underlining the extra text with the desired change (e.g., number 4 as 
number 14 as) 

O Amendments to drawing figures: 

Drawing changes must be made by presenting replacement figuresjjhich incorporate the desired changes and which 
con^ly with 37 CFR 1.84. (An explanation of the changes made^aust))e presented) either in the drawing amendments, 
or remarks, section of the amendment and may be accompanied 6v a marked-upcopy of one or more of the figures 
being amended, with annotations. Any replacement drawing sheet must be identified in the top margin as 
"Replacement Sheet" and include all of the figures appearing on the immediate prior version of the sheet, even 
though only one figure may be amended Any marked-up (annotated) copy showing changes must be labeled 
"Annotated Marked-up Drawings" and accompan y the replacement sheet in the amendment /eg., as an appendix) . 
The figure or figure number of the amended drawing(s) must not be labeled as "amended/' If the changes to (he 
drawing figure(s) are not accepted by the examiner, applicant will be notified of any required corrective action in the 
next Office actioa No further drawing submission will be required, unless applicant is notified 

Questions regarding the submission of amendments pursuant to the revised practice set forth in this flyer should be 
directed to: Elizabeth Dougherty or Gena Jones, Legal Advisors, or Joe Naxcavage, Senior Special Projects Examiner, 
Office of Patent Legal Administration, by e-mail to natentpractice@usDto. gov or by phone at (703) 305-1616. 
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